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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Weiser et al 
(U.S. 5,982,507) and Drucker et al (U.S. 6,292,796) 

3. As per claims 1, 9 & 12 Weiser disclosed a system for distributing information 
comprising: a first client computer having first software with a print functionality; a second 
chent computer; a network connecting said first and second cUent computers (col.4, lines 26-44 
& col. 5, lines 1-6). However Weiser did not exphcitly disclose means for effecting 
communication of a document from said first client to said second client as email via said print 
fiinctionality thereof 

In the same filed of endeavor Drucker disclosed means for effecting communication of a 
document fi"om said first cUent to said second client as email via said print functionality thereof 
(col. 10, Hnes 21-32). 

At the time the invention was made it would have been obvious to on in the ordinary skill in the 
art to have incorporated the means of effecting communication of a document from one client to 
another as e-mail via a print functionality as disclosed by Drucker to the system of distributing 
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information as disclosed by Weiser in order to provide the user with a more versatile, flexible 
and user friendly network experience. 

4. As per claim 2 Weiser-Drucker disclosed the invention of Claim 1 wherein said first 
software is apphcation software (Weiser col. 4, lines 60-67). 

5. As per claim 3 Weiser-Drucker disclosed the invention of Claim 1 further including a 
server connected to said network (Weiser col. 4, lines 26-44). 

6. As per claim 4 Weiser-Drucker disclosed the invention of Claim 3 wherein said means 
for effecting communication includes means for communicating said document through said 
server (Weiser col.l, lines 55-67, col.2, lines 1-5 & col.5, lines 1-6). 

7. As per claim 5 Weiser-Drucker disclosed the invention of Claim 4 wherein said means 
effecting communication includes a first agent running on said client (Weiser col.l, lines 45-51 
& col. 5, lines 1-6). 

8. As per claim 6 Weiser-Drucker disclosed the invention of Claim 5 wherein means for 
communicating includes a second agent running on said server (Weiser col 8, lines23-27). 
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9. As per claim 7 Weiser-Drucker disclosed the invention of Claim 1 further including 
email software running on said second client for receiving said document (Weiser coll, lines 23- 
30 & col, 8, lines 10-19) 

10. As per claim 8 Weiser-Drucker disclosed the invention of Claim 7 wherein said email 
software includes means for receiving a message associated with said document from said first 
client (Weiser coll, lines 35-42 & col3, lines 32-39). 

11. As per claim 10 Weiser-Drucker disclosed the invention of Claim 9 ftirther including 
email software running on said second client for receiving said document (Weiser col2, lines 25- 
30, col5 & lines 50-57). 

12. As per claim 1 1 Weiser-Drucker disclosed the invention of Claim 10 wherein said email 
software includes means for receiving a message associated with said document from said first 
cUent (Weiser col2, lines 25-30, col3, lines 32-39), 

Response to Arguments 

13. Applicant's arguments filed 9 January 2006 have been fiiUy considered but they are not 
persuasive. 

14. Applicant argued that Weiser nor Drucker, individually and combined, fail to teach or 
suggest "means for effecting communication of a document from said first chent to said second 
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client as e-mail via said print functionality thereof. With respect to the passage from Drucker, 
col. 10, lines 21-32 cited by the examiner the applicant stated that "the cited passage does not 
suggest means for effecting communication of a document from said first client to said second 
client as e-mail via the print functionality of a client computer's software as recited in claim 1. 
The applicant pointed out to figure 6c of Drucker and pointed out "There is no suggestion that 
the selection of print button (63 4 A) would cause the full text to be communicated from one 
device to another as e-mail via a software's print functionality as recited by claim 1. There is no 
suggestion that the selection of e-mail button (63 4B) causes the execution of a software print 
functionality". 

15, As to applicants arguments the examiner would like to get applicants focus on the 
independent claim language, the term "means for effecting communication of a document" stated 
in the claim language is interpreted by the examiner as, a simple e-mail or print command that is 
invoked by the client on a certain text, file or document. In this situation a communication means 
of sending a document was affected by a client's action. 

16. Additionally as to the appUcant's argument stating "There is no suggestion that the 
selection of print button (634A) would cause the full text to be communicated from one device to 
another as e-mail via a software's print functionality as recited by claim 1. There is no 
suggestion that the selection of e-mail button (634B) causes the execution of a software print 
functionality". 
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17. As to applicant's argument the examiner would like to point out that claim 1 language 
does not talk about selection of print button to cause the full text to be communicated to another 
device as e-mail. Even if the claim language did talk about such hmitation it would have obvious 
to change e-mail button (63 4 A) to print button (634B) to achieve e-mailing of a document to 
another client via a print button. The examiner again advises that for proper examination of the 
claimed invention the appHcant should clarify the independent claims language by adding to the 
claim language what the invention is actually doing instead of using cryptic term to define the 
invention. 

18. For clarification purposes only the examiner considered the explanation defined by the 
appUcant in this application's (09/814302) specification (page, 5, lines 3-23) regarding the 
"means for effecting communication of a document from said first cUent to said second client as 
e-mail via said print functionality thereof recited in claim 1, Although none of this information 
is disclosed in the claims of this application the examiner has tried to map the limitations defined 
in the cited specification to show the applicant how he is interpreting the invention from the 
specification. The examiner has used a prior art Inohara et al (U.S. 6,385,606 B2) that is not 
reUed upon but is considered pertinent to applicants disclosure to address the hmitation described 
in the specification. 



19. {09/814302, Specification; PageS, lines 6-8) states, "a user desiring to e-mail the 
document to one or more recipients, first selects "print" from the native application". 
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20. Using as print tab instead of an e-mail tab to e-mail a document in an application is 
nothing novel, it can be achieved by making a mere cosmetic change in the software application. 

21. (09/814302, Specification; page. 5, lines 9-23} The port monitor launches an agent that 
transfers the file and retrieves a user interface fi-om the server that presents the user with a list of 
document service selections. One of these selections is the function of electronic distribution. 
When the user chooses this selection, the user is provided with a user interface by the server 30 
to input destination email addresses. After user provides destination information and selects 
"send", the client agent transmits the destination information to the server agent then attaches the 
printed file, which can be in different formats from the original format postscript format (.VS). 
or portable document format (.PDF) depending on the user destination information, and emails it 
to the email destination specified by the user in the destination field (Inohara, col. 5, lines 46-67, 
col.6, lines 1-37 & col.21, lines 47-49). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Asghar Bilgrami whose telephone number is 571-272-3907. The 
examiner can normally be reached on M-F, 8:00-5 :00PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, David Wiley can be reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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